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REMARKS ACCOMPANYING PRE-APPEAI. BRIEF REQUEST 

FOR REVIEW 

Introd uction 

As of the Advisory Action mailed Jajiuaty 22, 2007 (which entered Applicants- 
Amendment After Final filed December 14, 2006), claims 1. 4, 5, 7 8 10 11 15-19 21 
and 22 are pending and rejected. Applicimts respectfully assert that the rejections of* ' 
record omit one or more essential elemcnt-s needed for a prima facie rejection. 

NsilstaMory Double P atenting Re jc.c.tinn', nv^r T«^/^ vangelo 'Q32 Claims 

Claims 1, 4, 5, 7. 8, 10, 1 1, and 15-18 stand rejected under the judicially created 
doclrmc of obviousncss-type double patenting as being unpatciUablc over claims 1-38 of 
IJ.S. Patent No. 6.420,032 to Tacovangelo ("lacovangelo '032"). Applicants respectfully 
traverse the rejection because lacovangelo '032 does not teach AppUcants' claim 1 
protective layer. 

Applicants* claim 1 requires the pre.sencc of "a protective layer comprising the 
plasma decomposition product of an oxidant and a readmit gas selected from silancs 
disiUincs, and organosilicon compounds; wherein the reflective layer is inleiposed ' 
between the ha>.e-prcveinion layer and the protective layer; and wherein the protective 
layer is m contact with the rcnectivc metal layer". The claims of lacovangelo '032 do not 
teach or suggest a layered structure having a single layer satisfying all the limitations of 
Applicants claim 1 protective layer. 
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The Hxamincr has statoti, "Note that the abrasion resistant layer or scratch 
resistant layer ,n claims 25-28, 36 of the patent is considered as the protective layer in Ihc 
instant clanns." 11/15/2006 Olificc Action, page 4, second paragraph. Applicants 
respectfully disagree for the reasons that follow, claim-by-claim. 

lacovangclo '032 claim 25 docs not satisfy the liuiitalions of Apphcants' claim 1 
protective layer for at least two reasons: firet, Applicants' claim 1 protective layer 
'^compns[es] the plasma decomposition product of an oxidant and areactant gas selected 
Irom silanes, disilancs, and organosilicon compounds" ajid Tricovangclo '032 claim 25 
docs not teach or suggest this limitation (claim 25 recites "an abrasion rcsisUnt layer" but 
does not specify its composition); second. Applicants* claim 1 protective layer is "in 
contact with the reflective metal layer", whereas the abrasion resistant layer of 
lacovangclo '032 claim 25 is separated from tJic transparent metal layer by a transparent 
nicial oxide layer, 

lacovangelo *032 claim 26 does not satisfy the limitations of Apphcants* clain^ 1 
protective layer because Applicants' claim 1 protective layer is "in contact with the 
rencctive metal layer", whereas the abrasion resistant layer of lacovangelo '032 claim 26 
IS separated from the transparent metal layer by a transparent metal oxide layer. 

lacovangelo '032 claims 27 and 28 do not satisfy the limitations of Applicants' 
clami 1 protective layer because Applicants' claim 1 prolectivo layer is "in contact with 
the reflective melal layer", whereas the abrasion resistant layer of lacovangelo '032 claim 
27 and 28 is separated from the transparent reflective layer by a Iransiiarcnt metal oxide 
layer OR by the combination of a transparent metal oxido layer and a sti-ess rctUicinc 
inlerlaycr. 

lacovangelo '032 claim 36 does not satisfy the limitations of Applicaiits' claim 1 
protective layer Applicants' claim 1 protective layer is "in contact with tlie reflective 
metal layer", whereas the scratch resistant coating of lacovangelo '032 claim 36 is 
separated from the metal-containing infrared radiation reflection layer by at least the 
metal oxide-containing ultraviolet radiation absorption layer. 

Thus, not one of lacovangelo '032 claims 25-28, and 36 includes a layer that 
satisfies the limitations of Applicants' claim 1 protective layer. 

Because claims 25-28 and 36 of lacovangelo '032 do not rcche a layer satisfying 
the compositional and positional limitations of Applicants' claim 1 protective layer, a 
prima facie case of obviousness against claim 1 has not been established, and claim' 1 is 
patentable over the claims of lacovangelo '032 for Uiis reason alone. Given that claims 4. 
5, 7, 8, 1 0, 1 1, and 15-18 each depend ultimately from and further limit claim 1 , thoy too ' 
aro patentable over the claims of lacovangclo '032. 
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Cla.ijrLKgicctionsUndcf 35 If S r, tn^( ^) oyer lacov an^^tn 'mo 

,no. . ^'"'1!'" ^J'^'^°'l^'^^'^7'^^'21,and22standrcjcclcdllndel•35U.S.C S 
1 02(e). as allegedly ai)ticipated by U.S. Patent No. 6,420.032 lo lacovaiieelo ' 
( lacovaugelo '032"). Applicants respectfully tmvwse this rejection. 

To anticipate a claim, a rclcrencc must disclose each and every clemenl of llic 
claim. Lewmar Marine V. yciriem Inc., 2 V.S.KQ.2d 1766, 1767 (Fed. Cir. 1987) The 
cited reference must clearly and unequivocally disclose tlic claimed subject maticr 
without any need for picking, choosing, and combining various disclosures not directly 

S?(C.C.PA itn) ^" "^'^'^y- ^ ^2 USPQ 524. 

Annlir...n^=- ''f^''^f''''\ ^^'^'^ subsUate is ut the bottom of the layered stmcluro. 
Apphcnts indepcndemclamis 1. 19,and21 each require a reflective metal layer thai (1) 
js rcncctivc, (2) is above and in direct contact wiQi a layer meeting the eo^^ ■ 

miu^tions of Applicants' ha/e-prcvention layer (that is, a layer "coinpris[ing] a plasma- 
polyTienzod orgmios.hcone"). and (3) is below and in direct contact with a layer mcotino 

he compositional l.mitations of Applicants' protective layer (that is. a layer "comprising 
t ie plasma decomposition product of an oxidant and a rcactant ga.s selected from silanes^ 
disilanes, and organosilicon.compounds"). facovangclo '032 does not teach a layer that ' 
by jlself, simultaneously satisfies these iliice requirements, 

The Examiner has made tlic following analogies between the layers of 
lacovangelo '032 and llK>se of Applicanis' claims: 

Tacovangelo discloses a laminate, comprising a polymeric substrate 1 an 
mlerlaycr 5 (haze-prcvcntion layer), a reflective metal layer 2, a metal 
oxido UV absorbing layer 3, and an abrasion resistant layer 4 (protective 
layer) (see Fig. 3A-D; col. 6. In. 13-44). . . . The reflective metal layer 
comprises alumuium or silver (see col. 5, In. 36-42). lacovangelo further 
discloses an inferlayer 6 of aluminum, between layers 3 and 4 (see l-ig 3C- 
col. 6, In. 59-66), which also meets the requirement of the reflective metal' 
layer in the claims. 

It is further noted that Fig. 3C illustrates that the reflective metal layer 2" is 
m contact with the inlerlaycr 5, which in tum is in contact with substrate 1 
thus meeting the newly added limitation. 

liyi 5/2006 Office Action, pages 4-5. 

Ignoring, for now, the fact that the Examiner's description quoted above mixes up 
Applicants tenmnology with that of lacovangelo '032, Applicants respectfully note that 
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not ono of the metal-containing layers of lacovangelo '032 identified by the Examiner 
iDccls all the liraitatioiw of Applicants' claim 1, 19, and 21 reflective mclal layer. In the 
passafio quoted above, the Exammer has specifically asserted the equivalence of 
Applicants' cinim 1 renective metal layer with the lacovangefo '032 adhesion promoliiv. 
hiyer 2 ofFigures 3A-D and column 6, line 13-44. and with iiiterlaycr 6 of Figure 3C iuid 
column 6, lines 59-66. However, these layers do not meet the limitations of Applicants' 
claim 1 reflective metal layer for at least the following reasons. 

Adhesion promoting layer 2 of Figure 3A is not taught to be "rcflectivc" to visible 
Lfiht (mstcad, the laeovangclo '032 abstract describes this layer as "transparent':) and it is 
not m contact with a layer having the composition of Applicants' claim 1 hazc-prevciUion 
layer (mstcad, U is above a substrate and below a metal oxide layer). 

Adhesion promoting layer 2 of Figures 3B-D is not taught to be "roneetivc" to 
visible hght (instead, the Tacovangelo '032 abstract describes this layer as "transparent") 
and 11 IS not simultaneously in contact with a haze-prevention layer comprising a plasma 
polymerized organosiliconc and a separate protective layer comprising the plasma 
decomposition product of an oxidant and a reactant gas selected from silancs. disilanc<? 
and organosiliconc compounds (although the adhesion promoting layer 2 is above 
abrasion resistant layer 5 which "may comprise a plasma polymerized organosilicon 
maienal ' (col. 0. IL 19-21), it is also below a metal oxide UV absorbing layer; it tliercforc 
IS not in contact with a haze-prcvention layer comprising a plasma polymerized 
organosiliconc and a sspjirale protective layer comprising the plasma decomposition 
product of an oxidant and a reactant gas selected from silancs, disilancs, and 
organosilicone compounds). 

Intcrlayer 6 of Figure 3C is not tauglit to be "reflective" to visible light (and such 
reflectivity, if present, would interfere with ihe intended function ofthe laeovangclo '032 
article as a window), and it is not simultaneously in contact with a haze-prevention layer 
comprising a pla.sma polymerized organosiliconc and a separat e protective layer 
compnsmg the plasma decomposition product of an oxidant and a reactant gas sclectetl 
from silancs, disilancs. and organosiUcone compounds (although the intcrlayer 6 is below 
abrasion resistant layer 4", it is also above a "metal oxide UV absorption layer 3" 
(emphasis added); it therefore is not in contact witli a haze-prevcnhon layer comprising a 
plasma polymerized organosilicone and a separate protective layer comprising the pla^na 
decomposition product of an oxidant and a reactant gas selected from silancs disilancs 
and organosiliconc compounds). 

Thus, each ofthe metal-containing layers of Tacovangelo '032 identified by the 
lixammer fails to satisfy at least two limitations of Applicants' claim I reflective metal 
layer. Furthermore, it is impermissible for the Examiner to argue that a single layer of the 
reference can sei-vc both as Applicants' haze-prcvcntion layer and Applicants' protective 
layer, because these two layers are clearly distinct and spatially separate. 



4 



PAGE 718 ' RCVD AT 216/2007 2:18:42 PM (Eastern standard Time] * SVR:USPT(){^ 



FEB-0e-2d07 TUE 02:27 PM CANTOR COLBURN LLP 



FAX NO. 8602860115 



P. 08 



Because lacovangelo '032 does not teach a layer satisfying Ihc compositional and 
positional limitaiions of the reflective mclyl layer of Applicants' independent claims 1, 
19, and 21, laeovangelo '032 does not anticipate these claims. Given that claims 7, 8. 10, 
11 , 16, 1 7, and 22 each depend iihimately from and further limit claim 1 or claim 21 , they 
too arc not anticipated by laeovangelo '032. Applicants Uiercfore respectfully request the 
reconsideration and withdrawal of the rejection of claims 1, 7, 8, 10, 1 ], 16, 17, 19 and 
21-22 under 35 U.S.C § 102(c) over laeovangelo '032. 

Co nclusion 

The obvioiisiiess-typc double patenting and anticipation rejections of Applicants' 
claims over laeovangelo *032 omit ono or more essential elements needed for a prima 
facie rejection. Accordingly, the rejections should be withdrawn and the claims should be 
allowed. 



The Commissioner is hereby authorized to charge aiiy additional fees that may be 
required for this submission, or credit any overpayment, to Deposit Account No. 50-3619, 
maintained by Assignee, 

In the event that an extension of time is required, or may be required in addition to 
that requested in a petition for extension of time, the gommissioncr is requested to grant 
a pelition for that extension oftime that is required to make this response timely and is 
hereby authorized to charge any fee for such an extension oftime or credit any 
overpayment for an extension oftime to the above identified Deposit Account. 



Respectfully submitted, 

CANTOR COLBURN LLP 
Applicant's Attorneys 
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